TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore McCANDLI SH, Seni or Admi nistrative Patent Judge, NASE and
BAHR, Admi ni strative Patent Judges.

NASE, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claim?25, which is the only claimpending in this

appl i cation.

! Application for patent filed July 11, 1997.
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W REVERSE.
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BACKGROUND

The appellant's invention relates to a bolt. An
under st andi ng of the invention can be derived froma reading
of claim25, a copy of which appears in the opinion section

bel ow.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:

Sedgwi ck 1, 389, 997 Sept. 6,
1921

Claim 25 stands rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Sedgw ck.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejection, we make reference to the final rejection (Paper No.
5, mailed June 25, 1998) and the answer (Paper No. 8, nuiled
January 28, 1999) for the exami ner's conplete reasoning in

support of the rejection, and to the brief (Paper No. 7, filed
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Novenber 10, 1998) and reply brief (Paper No. 9, filed Apri

1, 1999) for the appellant's argunents thereagainst.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art reference, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to claim?25. Accordingly, we will not sustain
the examner's rejection of claim25 under 35 U S.C. § 103.

Qur reasoning for this determ nation follows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that the
ref erence teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbi nati on or other

nodi fi cati on. See Inre Lintner, 458 F.2d 1013, 1016, 173
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USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that

the clai nmed subject matter is prim facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of
ordinary skill in the art that woul d have | ed that individua

to arrive at the clained invention. See In re Fine, 837 F.2d

1071, 1074, 5 USPQ@2d 1596, 1598 (Fed. Cir. 1988). Rejections
based on 8 103 nust rest on a factual basis with these facts
being interpreted w thout hindsight reconstruction of the
invention fromthe prior art. The exam ner nay not, because
of doubt that the invention is patentable, resort to
specul ati on, unfounded assunption or hindsight reconstruction
to supply deficiencies in the factual basis for the rejection.

See In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967), cert. denied, 389 U S. 1057 (1968).

Claim 25 reads as foll ows:

A bolt (54) conpri sing:

a head(541);

a threaded section (542) concentric with the
head(541) and having a dianeter greater than the head
(541);

a flange (55) disposed between the head (541) and
the threaded section (542), the flange (55) having a
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di aneter greater than the dianeter of the threaded
section (542); and

wherein the head (541) defines a nultiple-sided
t ool -engagi ng hole (59) which extends axially into the
t hreaded section (542).

W now turn to the examner's rejection of claim25. The
exam ner found (final rejection, p. 2) that

Sedgwi ck di scloses a bolt conprising a head (20) and a

t hreaded section (27) wth a flange (26) therebetween.

The bolt includes a tool-engagi ng hol e extendi ng through

both the head and threaded sections. Sedgw ck discl oses

a head and the threaded section being the sanme di aneter.
The exam ner then determ ned that

it would have been obvious natter of design choice for

one of ordinary skill in the art to change the relative

sizes of the bolt including wherein the threaded section

is greater than the head because the relative sizes are

not critical. Furthernore, a |arger threaded portion
woul d strengthen the threaded connecti on.

We agree with the argunent of the appellant that there is
no evidence in the applied prior art (i.e., Sedgw ck) that
woul d have suggested nodi fying the dianmeter of Sedgw ck's
t hreaded section (27) to have a dianeter greater than the

di aneter of the head (20). Evidence of a suggestion,
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teaching, or notivation to nodify a reference may flow from
the prior art references thensel ves, the know edge of one of
ordinary skill in the art, or, in sone cases, fromthe nature

of the problemto be solved, see Pro-Md & Tool Co. v. Geat

Lakes Plastics, Inc., 75 F.3d 1568, 1573, 37 USPQ2d 1626, 1630

(Fed. Cir. 1996), Para-Ordinance Mg. v. SGS Inports Intern.

Inc., 73 F.3d 1085, 1088, 37 USP@d 1237, 1240 (Fed. Cr
1995), although "the suggestion nore often cones fromthe

teachi ngs of the pertinent references,” In re Rouffet, 149

F.3d 1350, 1355, 47 USPQ2d 1453, 1456 (Fed. Cir. 1998). The
range of sources avail abl e, however, does not dimnish the

requi renment for actual evidence. That is, the show ng nust be

clear and particular. See, e.qg., CR Bard, Inc. v. M3 Sys.,

Inc., 157 F.3d 1340, 1352, 48 USPQ@d 1225, 1232 (Fed. G r
1998). A broad conclusory statenent regarding the obvi ousness
of nodifying a reference, standing alone, is not "evidence."

E.q., McElnurry v. Arkansas Power & Light Co., 995 F.2d 1576,

1578, 27 USPQ2d 1129, 1131 (Fed. Cir. 1993); In re Sichert,

566 F.2d 1154, 1164, 196 USPQ 209, 217 (CCPA 1977). See also

In re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.

Cr. 1999). In our view, the exam ner's above-noted
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obvi ousness determ nation is based on specul ati on unsupported
by any evidence. Since the applied prior art would not have
made the cl ai ned subject matter obvious under 35 U S.C. § 103
for the reason set forth above, the decision of the exam ner

to reject claim?25 under 35 U S.C. § 103 is reversed.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject

claim?25 under 35 U S.C. § 103 is reversed.

REVERSED
HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)
BOARD OF PATENT
JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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